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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 6, and 14-17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 6 and 15-17 recites the limitation "said back plate part" in lines 2/3. There 
is insufficient antecedent basis for this limitation in the claim. 

Claim 14 appears to enable the holder member to be attached to one of the top 
or bottom case parts, whereas claim 2 (from which claim 14 depends) clearly attaches 
the holder member to the back plate part. This appears to be an improper broadening 
of the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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2. Claims 1, 5, 7 and 21 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Nesbitt et al (US 5,662,216; hereinafter Nesbitt). 

Claim 1 : Nesbitt discloses a disk storage case 10 with a case body 12 divided 
into a pair of case parts 16 & 18 located in a top 18 and a bottom 16 sides of case body 
12 and coupled to each other by hinge 20/22/24/26, a holder member 14 protruding 
from bottom 16 and provided with a groove 40 formed along an inner peripheral edge of 
a circular arc, and a window section 30/32 to allow a disk to be inserted as claimed. 

Claim 5: Nesbitt discloses elastic arc arms 36 & 38 with a narrowed opening 
side of holder 14 formed by end portions 44 & 46. 

Claims 7 and 21: Nesbitt discloses guide means 64 & 66, which are the 
functional equivalents of the guide means disclosed by the applicant. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 3, 12, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nesbitt in view of Covington (US 4,817,079). 

Claim 3: Nesbitt, as applied to claim 1 above, discloses the claimed invention 
except for the closing member. 

Covington discloses closing members 50 & 52 for a disk case 10 adapted to be 
pushed inward to open with a biasing force provided by torsion springs 58. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to provide the window section of Nesbitt with closing members as taught by Covington 
in order to limit debris entry. 

Claim 12: Nesbitt discloses elastic arc arms 36 & 38 with a narrowed opening 
side of holder 14 formed by end portions 44 & 46. 

Claim 19: Nesbitt discloses guide means 64 & 66, which are the functional 
equivalents of the guide means disclosed by the applicant. 

4. Claims 4, 13, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nesbitt, as applied to claim 1 above, and further in view of Lau (US 6,554,132 B2).. 

Claim 4: Nesbitt discloses the claimed invention except for the plurality of holder 
members. 

Lau discloses a disk case with a plurality of holding members 40 (see Figure 4). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
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was made to provide the case of Nesbitt with a plurality of holding members in order to 
retain a large number of disks within the same case. It has been held that mere 
duplication of the essential working parts of a device involves only routine skill in the art. 
St Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

Claim 13: Nesbitt discloses elastic arc arms 36 & 38 with a narrowed opening 
side of holder 14 formed by end portions 44 & 46. 

Claim 20: Nesbitt discloses guide means 64 & 66, which are the functional 
equivalents of the guide means disclosed by the applicant. 

5. Claims 6, 17, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nesbitt as applied to claims 1 and 5 above, and further in view of Uchida (US 
2002/0046960 A1). 

Claims 6 and 17: Insofar as the examiner can determine the scope of the claim, 
Nesbitt discloses the claimed invention except for the pivotal mounting of the holder 
member. 

Uchida discloses a pivotal holder member 3, arranged with restricted rotation, so 
as to accommodate removal of the disk when the case is open. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide 
the case of Nesbitt with a pivoting holder as taught by Uchida in order to easily remove 
the disk from the holder when the case is open. 

Claim 22: Nesbitt discloses guide means 64 & 66, which are the functional 
equivalents of the guide means disclosed by the applicant. 
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6. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nesbitt- 
Covington as applied to claim 3 above, and further in view of Lau. 

Nesbitt-Covington discloses the claimed invention except for the plurality of 
holder members. 

Lau discloses a disk case with a plurality of holding members 40 (see Figure 4). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to provide the case of Nesbitt-Covington with a plurality of holding members 
in order to retain a large number of disks within the same case. It has been held that 
mere duplication of the essential working parts of a device involves only routine skill in 
the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

7. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nesbitt- 
Covington as applied to claim 3 above, and further in view of Uchida. 

Nesbitt-Covington discloses the claimed invention except for the pivotal mounting 
of the holder member. 

Uchida discloses a pivotal holder member 3, arranged with restricted rotation, so 
as to accommodate removal of the disk when the case is open. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide 
the case of Nesbitt-Covington with a pivoting holder as taught by Uchida in order to 
easily remove the disk from the holder when the case is open. 



Application/Control Number: 10/750,842 Page 7 

Art Unit: 3728 

8. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nesbitt- 
Lau as applied to claim 4 above, and further in view of Uchida. 

Nesbitt-Lau discloses the claimed invention except for the pivotal mounting of the 
holder member. 

Uchida discloses a pivotal holder member 3, arranged with restricted rotation, so 
as to accommodate removal of the disk when the case is open. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide 
the case of Nesbitt-Lau with a pivoting holder as taught by Uchida in order to easily 
remove the disk from the holder when the case is open. 

9. Claims 2, 9, 11, 14, and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tempongko (US 2003/0052022 A1; provided by applicant) in view of 
Nesbitt. 

Claim 2: Tempongko discloses a disk storage case 30 with a case body divided 
into three parts including a back plate part 34 and a pair of case parts 32a & 32b 
located in a top 32b and a bottom 32a sides of case body 30 and coupled to each other 
by hinge 36a & 36b, and a holder member 40 protruding from back plate part 34 and 
provided with a groove 52 formed along an inner peripheral edge of a circular arc. 
Tempongko merely lacks the window section. 

Nesbitt discloses a window section 30/32 to allow a disk to be inserted as 
claimed. It would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to provide the case of Tempongko with a window section as taught 
by Nesbitt in order to enable the insertion of a disk while the case is closed. 

Claim 9: Tempongko anticipates a plurality of holder members (see Figures 6 

and 7). 

Claim 1 1 : Tempongko discloses a holder member 40 made of a circular arc arm 
of elastic material and arranged and functioning as claimed. 

Claim 14: In Figure 7, Tempongko discloses multiple holder members 72a, 72b, 
& 72c that are flexible to fan out when open and collapse when closed. This holder 
member arrangement is considered pivotally mounted with restricted rotation. 

Claim 18: Nesbitt teaches a guide means 64 & 66 to guide the disk into the 
holder member. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provide the case of Tempongko-Nesbitt with a guide means 
as taught by Nesbitt in order to guide the disk into the holder member. 

10. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tempongko-Nesbitt as applied to claim 2 above, and further in view of Covington. 

Tempongko-Nesbitt, as applied to claim 2, discloses the claimed invention except 
for the closing member. 

Covington discloses closing members 50 & 52 for a disk case 10 adapted to be 
pushed inward to open with a biasing force provided by torsion springs 58. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
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to provide the window section of Tempongko-Nesbitt with closing members as taught by 
Covington in order to limit debris entry. 



1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory Pickett whose telephone number is 571-272- 
4560. The examiner can normally be reached on Mon-Fri, 11:30 AM - 8:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on 571-272-4562. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Greg Pickett 
Examiner 




Mictesy Vu 
Supervisory Patent Examinor 



28 April 2006 



